UNITED STATESPATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

GOODMAN Mai | ed: June 23, 2003

Opposition No. 91125367
THIS DISPOSITION

IS NOT CITABLE AS PRECEDENT ULTI MATE NUTRI TI ON, | NC.
OF THET.T.A.B.

V.
VELLNESS LI FESTYLES, | NC.
Bef ore, Hanak, Chapman and Hol t zman, Adm nistrative
Trademar k Judges.

By the Board:

An application has been filed by Well nness
Lifestyles, Inc. to register the mark ULTI MATE f or
“nutritional supplenents, not including |iquid beverages
or juice products” in International Class 5.1

Regi strati on has been opposed by U timte Nutrition,
Inc. under Section 2(d) of the Trademark Act, 15 U S.C.
Section 1052(d), on the ground that applicant’s mark,
when applied to applicant’s goods, so resenbl es opposer’s

previously used and regi stered mark ULTI MATE NUTRI TI ON

1 Application Serial No. 76/057,447, filed may 26, 2000,
alleging a date of first use and first use in conmerce of Apri
1, 1997.
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for “vitam ns, and nutritional food supplenents” in
I nternational Class 5.7

Applicant, in its answer, denied the salient
all egations in the notice of opposition.

This case now cones up for consideration of
opposer’s notion for summary judgnment on the issues of
priority and |ikelihood of confusion.

We will first consider whether opposer’s notion for
sunmary judgnent is tinmely (as applicant has requested
that the Board deemit untinely based on the Thanksgi vi ng
hol i day) .

Opposer’s testinmony period as originally set, was
schedul ed to open on Decenber 3, 2002. |Inasnuch as
opposer filed its notion for summary judgnent on Novenber
26, 2002, the notion for summary judgment was tinmely
filed prior to the opening of the first testinony period
as set forth in Trademark Rule 2.127(e)(1).

We now turn to consideration of the nmerits of
opposer’s notion for summary judgnent.

I n support of its notion for sunmary judgnent,
opposer argues that there is no genuine issue of materi al

fact pertaining to |ikelihood of confusion because “the

2 Regi stration No. 1,541,169, registered May 30, 1989, cl ai m ng
a date of first use in commerce of Novenber 1985. The term
“nutrition” has been discl ai ned.
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relevant Du Pont factors of record dictate that a
I'i kel i hood of confusion exists.”

Speci fically, opposer contends that its ULTI MATE
NUTRI TI ON mar k and applicant’s ULTI MATE mark have
“obvious strong sinmlarities in sound and appearance and
create the same commercial inpressions” when conpared in
their entireties. Opposer argues that both marks contain
the term ULTI MATE; and that ULTI MATE is the dom nant
portion of opposer’s mark because the word NUTRITION is
“either highly suggestive or descriptive.” Further,
opposer argues that the “nutritional supplenments
conponent of applicant’s statenent of goods are identical
to opposer’s registered nutritional supplenents and the
goods mar ket ed under opposer’s mark”; and that because
nei t her opposer’s registration nor applicant’s
application recite any restrictions to the channel s of
trade or class of purchasers, it nust be assunmed that the
goods travel in the same channels of trade and reach the
sane cl asses of purchasers.

As exhibits, opposer has submtted a status and
title copy of its pleaded Registration No. 1,541,169; the
decl aration of its President Victor Rubino; a copy of the
file wapper for the involved application; and a

dictionary definition for the word ULTI MATE. The Rubino
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decl aration is acconpani ed by exanpl es of opposer’s use
of its mark on | abels and in advertising.

In response to opposer’s notion for summary
j udgnment, applicant does not dispute the simlarity
bet ween the parties’ marks or the parties’ goods.
Rat her, applicant maintains that there are genuine issues
of material fact as to the issue of |ikelihood of
confusi on because 1) applicant’s goods are sold via
“mul ti-level marketing techniques” rather than in retail
stores and therefore, the parties operate in different
channel s of trade; 2) there has been no actual confusion
bet ween the parties’ marks during the “6 years of
concurrent use”; 3) applicant uses its mark ULTI MATE in
conjunction with its house mark AMERI CAN LONGEVI TY whi ch
“makes it distinctive” from opposer’s ULTI MATE NUTRI TI ON
mar k; and 4) applicant has used the mark ULTI MATE
continuously since April 1997 on its goods both al one and
in conjunction with other words form ng conposite
trademar ks, including registrations owned by applicant’s
President for ULTI MATE DAILY, ULTIMATE CAL and ULTI MATE
ENZYMES.

As exhibits, applicant has submtted a decl aration
of its President, Joel Wallach, and applicant’s responses

to opposer’s first set of interrogatories. The Wallach
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decl aration is acconpani ed by an excerpt from applicant’s
policy and procedure nmanual .

In reply, opposer points out that applicant, in its
response, does not question the simlarity of the marks
or the goods but only argues that there are genuine
i ssues as to channels of trade and actual confusion.
Opposer argues that because neither applicant’s
application nor opposer’s registration have limtations
as to the channels of trade or class of purchasers, the
channels of trade are “legally presuned to be the sane”
and are not “factually in dispute”; that the “goods of
both parties ultimtely reach the consum ng public for
i ngestion by individual purchasers as nutritional
suppl ements”; and that the parties conduct “overl apping
mar keting.” Further, opposer contends that “the absence
of [any known instances of] actual confusion is not a
fact in dispute,” and evidence of actual confusion is not
required in order to establish likelihood of confusion;
that applicant’s house mark is not part of the mark
applicant has applied for; that the three registrations
owned by applicant’s President are each two word marks
containing the term ULTI MATE and are junior to opposer’s

pl eaded registration; and that “no argunent is presented
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as to why or how these registrations are supportive of
applicant’s argunent as to |lack of confusion.”

Summary judgnent is an appropriate nethod of
di sposing of cases in which there are no genuine issues
of material fact in dispute, thus |eaving the case to be
resolved as a matter of law.® See Fed. R Civ. P. 56(c).
The party noving for summary judgnent has the initial
burden of denonstrating the absence of any genuine issue
of material fact. See Celotex Corp. v. Catrett, 477 U. S.
317 (1986), and Sweats Fashions Inc. v. Pannill Knitting
Co., 833 F.2d 1560, 4 USPQ2d 1793 (Fed. Cir. 1987). A
factual dispute is genuine, if, on the evidence of
record, a reasonable finder of fact could resolve the
matter in favor of the non-noving party. See Opryl and
USA Inc. v. Great Anerican Miusic Show Inc., 970 F.2d 847,
23 USP2d 1471 (Fed. Cir. 1992), and O de Tyme Foods I nc.
v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir.
1992). The evidence nust be viewed in a |light nost

favorable to the non-nmovant, and all justifiable

3 Applicant has stated in its brief, citing a First Crcuit

case, that “likelihood of confusion has been terned a question
of fact.” That is incorrect in proceedings before this Board,
because our primary review ng court has stated, “a determ nation
of likelihood of confusion [is] a question of |aw based on
findings of relevant underlying facts.” [enphasis added] In re
Maj estic Distilling Co., 315 F3d 1311, 1314, 65 USPQ2d 1201,
1203 (Fed. Cir. 2003).
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inferences are to be drawn in the non-novant’s favor.
See Lloyd's Food Products Inc. v. Eli's Inc., 987 F.2d
766, 25 USPQ2d 2027 (Fed. Cir. 1993), and Opryl and USA,
supra.

Based on the subni ssions of the parties, we find
t hat opposer has net its burden of denonstrating that
there are no genuine issues of material fact, and that
opposer is entitled to judgnent as a matter of | aw.

There is no genuine issue of fact as to opposer’s
priority because opposer has made of record a status and
title copy of its pleaded Registration No. 1,541,169 for
ULTI MATE NUTRITION for vitamns, and nutritional food
suppl enents. King Candy Co. v. Eunice King's Kitchen,
496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Wth respect to the issue of likelihood of
confusion, we are guided by the factors set forth in the
case of Inre E. |I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563, 567 (CCPA 1973).

Considering first the parties’ marks, it is well
establi shed that marks nust be conpared in their
entireties and that if one feature of a mark is nore
significant than another feature, it is proper to give

greater force and effect to that dom nant feature. See
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e.g., Gant Food, Inc. v. Nation's Foodservice, Inc., 710
F.2d 1565, 218 USPQ 390 (Fed. Cir. 1983). Descriptive or
generic wording is less significant for purposes of
determ ning likelihood of confusion. See e.g., Kangol
Ltd. v. KangaRoos U.S. A Inc. 974 F.2d 161, 23 UPQ2d
1945, 1946 (Fed. Cir. 1992); and In re El Torito
Restaurants Inc., 9 USPQ2d 2002 (TTAB 1988).

In this case, opposer’s pleaded mark ULTI MATE
NUTRI TI ON and applicant’s mark ULTI MATE, both in typed
form are substantially simlar in sound, appearance,
connot ati on, and commercial inpression. The dom nant
portion of opposer’s mark is “ULTIMATE.” Applicant’s
mar k, ULTIMATE is identical to the nost significant and
distinctive feature of opposer’s mark.

The disclainmed term “NUTRI TION’ in opposer’s nmark
is, without dispute, descriptive if not generic for its
goods, and does nothing to change the commerci al
i npressi on of opposer’s mark or otherw se distinguish one
mark fromthe other. Therefore, when conpared in their
entireties, there is no genuine issue that the parties’
marks are simlar in appearance, pronunciation and
connotation, and create a highly simlar comrerci al

I npr essi on.
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Applicant’s argunents with regard to use of its
house mark AMERI CAN LONGEVI TY are irrel evant because the
house mark is not part of applicant’s mark in this case.
See e.g., Super Valu Stores Inc. v. Exxon Corp., 11
USPQ2d 1539, 1544 (TTAB 1989).

Wth regard to the goods of the pleaded registration
and invol ved application, there is no genuine issue that
the parties’ goods are legally identical. Opposer’s
goods, identified as “vitam ns, and nutritional food
suppl enments” are enconpassed by applicant’s goods,
namely, “nutritional supplenments, not including liquid
beverages or juice products.”

Because the goods are legally identical, they are
deenmed to travel in the same channels of trade to the
sanme purchasers. In re Smth and Mehaffey, 31 USPQ2d
1531 (TTAB 1994). Applicant’s assertion that its goods
are sold via nmulti-level marketing techniques rather than
t hrough retail stores is unpersuasive as there is no such
recitation in applicant’s identification of goods. The
guestion of |ikelihood of confusion nust be determ ned in
accordance with the identification of goods in
applicant's application and in opposer’s registration,
and where there are no restrictions therein, it nust be

presunmed that the parties’ goods nove through all of the
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normal channels of trade to all classes of purchasers.
Canadi an | nperi al Bank of Commerce v. Wells Fargo Bank,
811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987); Tiffany &
Co. v. Classic Mditor Carriages Inc., 10 USP@2d 1835, 1843
(TTAB 1989). Here, neither opposer’s pleaded
registration nor the involved application has
restrictions as to the channels of trade or purchasers.

Wth regard to applicant’s argunments as to | ack of
actual confusion, we find that the absence of actual
confusion is not sufficient to raise a genuine issue
because opposer is not required to prove actual confusion
in order to nmake a prima facie show ng of |ikelihood of
confusion. See G ant Food v. Nation’s FoodService, 710
F.2d at 1571, 218 USPQ at 396; MDonald's Corp. v.

McCl ai n, 37 USPQ2d 1274 (TTAB 1995).

Lastly, to the extent that applicant is attenpting
to raise a genuine issue by the existence of third-party
registrations for ULTI MATE DAILY, ULTI MATE CAL and
ULTI MATE ENZYMES for simlar goods, we note that these
registrations are not owned by applicant; and in any
event, convey different commercial inpressions than
applicant’s ULTI MATE mark. See e.g., TBC Corp. v. Grand
Prix Ltd., 12 USPQ2d 1311, 1314 (TTAB 1989). Thus,

applicant has failed to disclose any evidence that points

10
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to the existence of any genuine issue of material fact on
the issue of |ikelihood of confusion.

We find therefore that opposer has carried its
burden of proof that no genuine issues of material fact
remain as to priority and likelihood of confusion and
t hat opposer is entitled to judgnent as a matter of | aw.

I n view t hereof, opposer's notion for summary
judgnment is granted, the opposition is sustained and

registration to applicant is refused.
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